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(3 Responsive to communication(s) filed on Sep 3. 1999 

23 This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed 
in accordance with the practice under Ex parte Quejfl§35 CD. 11; 453 O.G. 213. 

A shortened statutory period for response to this action is set to expire THREE month(s), or thirty days, whichever is 
longer, from the mailing date of this communication. Failure to respond within the period for response will cause the 
application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 
37 CFR 1.136(a). 



Disposition of Claim 

S Claim(s) 1-9. 11-29. 31-43. and 47-67 



is/are pending in the applicat 



Of the above, claim(s). 



S Claim(s) 11-16. 31-34. 41-43. 66. and 67 



IS Claim(s) 1-9. 17-29. 35-40. and 47-65 

□ Claim(s) 

□ Claims 



. is/are withdrawn from consideration 

is/are allowed. 

is/are rejected. 

is/are objected to. 



. are subject to restriction or election requirement. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on is □ approved Disapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 

□ All G£ome* Elone of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) . 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
'Certified copies not received: 



□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 

Attachment(s) 

□ Notice of References Cited, PTO-892 

□ Information Disclosure Statement(s), PTO-1449, Paper No(s). 

□ Interview Summary, PTO-413 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of informal Patent Application, PTO-152 
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DETAILED ACTION 

1. Applicants' cancellation of claims 10 and 30, and addition of claims 66 and 67 are 
acknowledged and have been entered. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. The factual inquiries set forth in Graham v. John Deere Co., 148 USPQ 459, that are 
applied for establishing a background for determining obviousness under 35 

U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 

obviousness or unobviousness. 

4. Claims 1-9, 23-29 and 47 are rejected again under 35 U.S.C. 103(a) as being 
unpatentable over Gleave et al. (USP 5,660,727) in view of Panetz et al. (USP 5,585,068). 

Gleave et al. disclose a reaction tool substantially as claimed. The system 
comprises a reaction vessel 101, a reaction vessel support 23, an injection port 106 and 
an evacuation port 109, each includes a pressure seal 116, and injection and evacuation 
fittings 161 and 164 for matingly engaging the injection and evacuation ports (figures 4, 
6 and 10). Gleave et al. fail to recite a plurality of injection and evacuation ports 
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supported by top and bottom support plates. Panetz et al. teach an apparatus for 
automatically separating a compound from liquid specimens including a carousel 
support plate 70 for supporting a plurality of injection ports 75 and 105 and fitting 72 
and 107 for engaging with a reaction vessel 50. Such an arrangement would provide a 
smaller, compact sample preparation apparatus which can prepare samples for further 
analysis on either a batch or continuous basis quicker and with greater reliability 
(figures 1, 2, 13, 14, column 2, lines 4-19, and column 3, lines 50-58). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have provided the apparatus of Gleave et al. with a 
carousel support plate for supporting a plurality of injection ports, as taught by Panetz 
et al, in order to provide a smaller, compact sample preparation apparatus which can 
prepare samples for further analysis on either a batch or continuous basis quicker and 
with greater reliability. 

With respect to the bottom carousel fitting plate, one of ordinary skill in the art 
would have found it obvious to provide an additional support plate in the modified 
system of Gleave et al, for supporting the evacuation fittings, since it has been held that 
mere duplication of the essential working parts of a device involves only routine skill 
in the art. St Regis Paper Co. v. Bemis Co., 193 USPQ 8. 

5. Claims 17-22, 29 and 35-40 are rejected again under 35 U.S.C. 103(a) as being 
unpatentable over Gleave et al. (USP 5,660,727) in view of Averette (USP 5,147,551). 

Gleave et al. reference further fails to recite a stirrer motor and a magnet 
positioned adjacent a sidewall of the reaction vessel. Averette teaches a reaction tool 
having a stirring motor 223 with a magnet 225 attached its shaft for stirring fluids 
inside a reaction vessel 250. 
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Accordingly, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have provided the reaction tool of Gleave et al. with a 
magnet stirrer, as taught by Averette, in order to mix fluids inside the reaction vessel. 

With respect to the snap on heater, one of ordinary skill in the art would have 
found it obvious to separate the heater 208 of Gleave et al. from the system since it has 
been held that constructing a formerly integral structure in various elements involves 
only routine skill in the art. Nerwin v. Erlichman, 168 USPQ 177, 179. 

6. Claims 48-65 are rejected again under 35 U.S.C. 103(a) as being unpatentable 
over Gleave et al. (USP 5,660,727) in view of Panetz et al. (USP 5,585,068) as applied to 
claim 47 above, and further in view of Park et al. (USP 3,715,190). 

Gleave et al. and Panetz further fail to recite that the reaction vessel comprising 
an addition inlet. However, such a multiple inlet reaction vessel is considered 
conventional in the art, see Park et al. Park et al. teach a reaction vessel for the solid 
phase peptide synthesis having a plurality of inlets at one end thereof in order to 
separately insert a solvent and a reagent inside the vessel (figures 1 and 4, and the 
abstract). Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to have provided the reaction vessel of Gleave et al. 
with an additional inlet in order to separately insert a solvent or a reagent inside the 
reaction vessel. 

Response to Arguments 

7. Applicants arguments filed September 03, 1999 have been fully considered but 
they are not persuasive. 

Applicants' argue that Gleave et al. and Panetz address a distinctly different 
context than the present invention, i.e., combinatorial chemical synthesis or universal 
fluid exchange. Applicants further assert that this point was previously urged and has 
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not been address by the previous Office action. The issue in fact has been discussed in 
the last page of the previous Office action, and is hereby recited again: this argument is 
not persuasive because a recitation of the intended use of the claimed invention must 
result in a structural difference between the claimed invention and the prior art in 
order to patentably distinguish the claimed invention from the prior art. If the prior art 
structure is capable of performing the intended use, then it meets the claim. In a claim 
drawn to a process of making, the intended use must result in a manipulative 
difference as compared to the prior art. See In re Casey, 152 USPQ 235 (CCPA 1967) and 
In re Otto, 136 USPQ 458, 459 (CCPA 1963). Additionally, the recitation of 
combinatorial chemical synthesis reaction tool has not been given patentable weight 
because it has been held that a preamble is denied the effect of a limitation where the 
claim is drawn to a structure and the portion of the claim following the preamble is a 
self-contained description of the structure not depending for completeness upon the 
introductory clause. Kropa v. Robie, 88 USPQ 478 (CCPA 1951). Note that claims 23 and 
67 recite "a universal fluid exchanger" instead of "a combinatorial chemical synthesis 
reaction toor. 

Applicants further argue that the device of Gleave does not appear that fluid can 
be injected into multiple reaction vessels or evacuated from multiple reaction vessels as 
taught by the present invention. The argument is not persuasive because the examiner 
relies on Panetz et al. for the teachings of multiple elements. Furthermore, it has been 
held that mere duplication of the essential working parts of a device involves only 
routine skill in the art. St Regis Paper Co. v. Bemis Co., 193 USPQ 8. 

With respect to Panetz, Applicants argue that the "columns" of Panetz do not 
appear to meet the presently claimed "reaction vessels", and the overall arrangement of 
Panetz do not meet the presently claimed injection and evacuation ports and their 
respective fillings. Applicants' attention is respectfully directed to Gleave for such a 
teaching. Further, in response to applicants' arguments against the references 
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individually, one cannot show nonobviousness by attacking references individually 
where the rejections are based on combinations of references. See In re Keller, 642 
F.2d 413, 208 USPQ 871 (CCPA 1981); In re Merck & Co., 800 R2d 1091, 231 USPQ 375 
(Fed. Cir. 1986). 

Allowable Subject Matter 
8. Claims 11-16, 31-34, 41-43, 66 and 67 are allowed for the reasons discussed in the 
previous Office action. 



9. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of 
time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and 
any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date 
of the advisory action. In no event, however, will the statutory period for reply expire 
later than SIX MONTHS from the mailing date of this final action. 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Long V. Le whose telephone number is (703) 305-3399. 

Any inquiry of a general nature or relating to the status of this application 
should be directed to the Group receptionist whose telephone number is (703) 308-0651. 



Conclusion 




Long V. Le 

Primary Patent Examiner, Group Art Unit 1743 
November 19, 1999. 



